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Mind your ‘Markman’ manners
Five tips for a successful claims construction hearing

Intellectual Property
For some time now, Markman hearings 

have become an increasingly important 
part of all intellectual property cases in-
volving patent infringement claims. It is at 
these pretrial proceedings (which are also 
known as claims construction hearings) 
that a United States district court judge ex-
amines evidence from all parties concern-
ing the appropriate meanings of key words 
in a patent claim.  

To use the common parlance, a Mark-
man hearing is “a big deal.” It is often the 
place where many cases are effectively won 
or lost. Common sense should tell you that 
this is not a place to misbehave. Yet, for rea-
sons I do not fully understand, I have ob-
served a number of attorneys behaving 
badly at Markman hearings. To be clear, I 
am not talking about attorneys doing things 
that are illegal or unethical. Instead, I have 
observed what my mother might call “bad 
manners” — instances where counsel seem 
to forget that they are guests of the court 
and need to behave accordingly. As is often 
the case when someone fails to mind his 
or her manners, these faux pas may not 

seem major in the grand scheme of things, 
but the effect of these silly mistakes can 
and does have a profound effect on your 
hosts (the judge, clerk and other court per-
sonnel), who ultimately will, in one way or 
another, be contributing to the decision af-
fecting your client. Here are five easy rules 
that you should apply, not only at Markman 
hearings, but in almost any social situa-
tion. 

RemembeR: You aRe the guest
My friend’s mother used to have a sign 

posted on her door that said, “My house ... 
My rules.” While most judges are usually 
too polite to post such a warning, you 
should always keep it in mind. You are the 
guest. You have come into a place with es-
tablished rules and preferences — know 
and follow them. How much time has your 
judge allocated to the hearing? Will there 
be opportunities to offer live witness testi-
mony, or is it limited to lawyer argument? 
How familiar is the judge with the technol-
ogy? Does the judge need background 
(perhaps a tutorial), or would such efforts 
be seen as wasting the judge’s valuable 
time?  

It is usually not hard to get answers to 
these and other similar questions. Check 
the judge’s courtroom rules for the basic 

information. Talk to the clerk. See what 
your colleagues have to say. Check the 
court’s website. Finally, as radical as it may 
seem, ask the judge about his or her pref-
erences at status conferences or a hearing 
before the Markman. At a minimum, you 
will avoid making the most easily prevent-
able of mistakes.  

Come wIth a host gIft
As its name suggests, a host gift is some-

thing that you bring to leave with the host 
as a sign that you appreciate all of the hard 
work that has been or is about to be done. 
It never hurts to bring such gifts to court. I 
am not talking about items designed to 
seek favor; instead, I am talking about ed-
ucational tools and other persuasion de-
vices that you can use to make the judge’s 
job less onerous. For example, prepare 
side-by-side graphics of the competing 
constructions, with the parties’ differences 
clearly highlighted. Consider bringing lam-
inated poster boards of key portions of the 
patent to help the judge see the terms in 
context. As fundamental as it may seem, 
do not forget to have the key documents 
readily accessible so you may respond to 
any unexpected, but crucial questions.  

JumP In and be ReadY to helP
At my house, one of the best ways to get 

invited back is to be ready to help clear the 
table, wash the dishes, or in some way be 
useful. The same applies in court. Don’t 
just retype your claim construction terms 
into a PowerPoint template. Provide real 
assistance, which often means the use of 
pictures, not just words. Anticipate the 
judge’s questions and have a short, clear 
reply ready to address each one. Keep your 
assistance focused. For example, limit 
yourself to no more than three of your most 
important points. Be ready to help your 
judge understand why she should care 

about a particular term. 

don’t oveRstaY YouR welCome
Benjamin Franklin is reported to have 

once observed that “guests, like fish, begin 
to stink after three days.” While I am not 
sure what the appropriate time is for law-
yers in court, the general point is equally 
applicable in Markman hearings. Get to the 
point and move on. One of the best ways 
to do this is to not contest scores of terms, 
particularly the ones that do not matter. In-
stead, limit the dispute to what is crucial 
to your case. 

tRY to be InvIted baCk
While some cases are effectively re-

solved after Markman hearings, most are 
not. For these cases, the tone you set at 
the Markman hearing will continue 
throughout other pretrial hearings, and 
ultimately, at trial. This fact means two 
very important things. First, you do not 
have to pack everything into the Markman 
hearing. Remember that the scope of the 
hearing should be limited to claims con-
struction and try to resist the temptation 
to force in other kinds of issues. Common-
ly, lawyers try to put all kinds of facts that 
favor their clients and disparage the op-
position into the hearing. While a certain 
amount of such advocacy can be expect-
ed, this is not the place or time for such 
issues. Second, many of the tools you use 
at Markman can and should be reused in 
later portions of the trial. Hopefully, the 
judge will remember the significance of 
the material and you will be relying on fa-
miliar concepts.

While I cannot guarantee that you will 
win every claim, I can tell you that follow-
ing these simple rules will work wonders 
in the courtroom — or, for that matter, at 
the next social event you attend. Now, 
mind your manners!  
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To stay, or not to stay
Northern District trends of staying patent infringement suits pending re-examination 

Intellectual Property
Defendants in patent infringement ac-

tions often seek re-examination of the 
patent(s)-in-suit in the United States Pat-
ent and Trademark Office to halt the prog-
ress of the case in federal court. A defen-
dant then typically files a motion to stay 
the infringement action pending the PTO’s 
re-examination, on the grounds that the 
operative patent claims may be canceled 
or amended by the PTO and it would be 
inefficient for litigation to proceed until 
the re-examination process is complete.  

The Northern District of California has 
developed its own three-factor balancing 
test for determining whether to stay an ac-

tion pending re-examination, considering: 
1) the stage of the litigation, including 
whether discovery is or will soon be com-
pleted and whether the matter has been 
set for trial; 2) whether a stay will unduly 
prejudice or tactically disadvantage the 
nonmoving party; and 3) whether a stay 
will simplify the issues in question and 
streamline the trial, thereby reducing the 
burden of litigation on the parties and the 
court. And as a trend-setting patent litiga-
tion district, the Northern District’s ap-
proach is instructive for wider-ranging 
patent litigation actions.

In general, the bulk of decisions in the 
Northern District (approximately two doz-
en) appear on their facts to grant stays 
pending re-examination and emphasize 
the Northern District’s “liberal policy” fa-
voring stays pending re-examination. 
However, these decisions usually arise 
from circumstances in which a stay is 
sought after the PTO has already agreed 
to re-examine the patent(s)-in-suit. The 
cases also tend to be early in the litigation 
and tend not to involve other causes of ac-
tion.  

An interesting procedural issue arises 
when a motion to stay is filed before the 
PTO has actually granted the defendant’s 

request for re-examination. Re-examina-
tion is not an automatic right. The PTO has 
three months from the date of filing of a 
request for re-examination to determine 
whether to grant re-examination. Those 
three months can drag out longer if there 
are procedural defects with the request 
that need to be fixed.  

So what happens to the infringement ac-
tion during the intervening period, while 
the PTO decides whether to grant the re-
examination? Should it be stayed, or 
should the litigation press on while the 
PTO makes up its mind about re-exami-
nation?

Cases in the Northern District go both 
ways, sometimes staying the action, de-
spite no official grant of re-examination 
by the PTO, and other times letting the ac-
tion carry forward until the PTO decides 
whether to re-examine. The outcome of 
any particular motion appears to depend 
on the specific facts, and potentially on the 
assigned judge’s preferences. So the issue 
remains fertile for debate.  

Statistics may shape the debate to some 
degree. Stay motions brought prior to 
grants of re-examinations often note that 
the PTO grants re-examinations at a high 
rate.  Statistics vary, but some sources re-

port the grant rate to be higher than 90 
percent. The argument is therefore that no 
prejudice inheres in granting a stay prior 
to a grant of re-examination because the 
odds are high the re-examination will 
eventually be granted, and if it is not, the 
case may simply continue thereafter in a 
few months. 

Parties opposing stays (typically the 
plaintiffs/patent-holders) often counter 
with statistics demonstrating the length of 
time patents may spend tied up in the PTO 
for re-examination and appeals. Again, 
statistics vary, but some sources report the 
potential delay from the entire re-exami-
nation process may be at least a few years. 
The argument is therefore that any unde-
served intervening delay of the infringe-
ment litigation is prejudicial, and that 
even if re-examination is ultimately grant-
ed, interim efforts undertaken in the case 
will be useful in the re-examination pro-
cess.  

Parties also wage battle with statistics 
regarding the odds that any given claim 
will be cancelled or amended and argue 
over how the differences between a re-
quest for ex parte or inter partes re-exam-
ination should affect the stay decision. 
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Intellectual Property
The Federal Circuit U.S. Court of Appeals 

recently issued an en banc opinion with im-
portant implications for patent licensing and 
litigation. In Princo, U.S. Philips Corp. defeat-
ed efforts by an infringer to assert a patent 
misuse defense based on an alleged horizon-
tal agreement between Philips and Sony 
Corp. to license technology developed by 
Philips and suppress technology developed 
by Sony. Princo Corp. v. International Trade 
Commission and U.S. Philips Corp., 2007-1386, 
616 F.3d 1318 (Fed.Cir. 2010). The majority, 
in an opinion by Judge William Bryson and 
joined by Chief Judge Randall Rader and 
Judges Pauline Newman, Alan Lourie, Rich-
ard Linn and Kimberly Moore, emphasized 
the “narrow scope of the [patent misuse] doc-
trine” in arriving at this holding. In the dis-
sent’s view, this decision “emasculate[d] the 
doctrine so that it will not provide a meaning-
ful obstacle to patent enforcement.” Princo at 
1342.

Patent misuse is a long-recognized judi-
cially created equitable defense to an action 
of patent infringement. If a patent owner is 
found to have misused a patent, the patent 
is unenforceable until such time as the mis-
use is corrected or “purged.” The controlling 
inquiry is whether the patentee impermis-
sibly broadened the ‘physical or temporal’ 
scope of the patent grant with anti-compet-
itive effect. The Federal Circuit in Princo ex-
plained that “what patent misuse is about, in 
short, is patent leverage, i.e., the use of the 
patent power to impose over-broad condi-
tions on the use of the patent in suit that are 

not within the reach of the monopoly grant-
ed by the government.” Id. at 1349. This “pat-
ent leverage” test requires a connection be-
tween the patent right and the misconduct 
in question such that the patent in suit must 
itself significantly contribute to the practice 
under attack. Patent misuse will not be found 
when there is no connection between the 

patent right and the misconduct in question 
or no use of the patent. Applying this test, the 
court concluded that the required connec-
tion was missing between the patents assert-
ed against Princo and the alleged misconduct 
arising from the purported horizontal agree-
ment. The court further concluded that Prin-
co failed to carry its burden of demonstrating 
an actual adverse effect on competition in 
the marketplace and did not show that the 
suppressed technology had technical or 
commercial prospects. Given the Federal Cir-
cuit’s exclusive appellate jurisdiction over 
patent infringement cases, the decision will 
likely serve to limit the availability of misuse 
as a defense in such cases and have an impact 
on patent licensing practices going for-
ward.

baCkgRound
In the 1980s and ’90s, Philips and Sony 

were the principal developers of the CD-R 
and CD-RW technology that allowed con-
sumers to create discs readable by CD players 
or CD-ROM drives. During development, a 
problem arose regarding encoding “position 
information” in writable discs. Two proposed 
solutions were developed — Sony’s digital 
solution was set forth in its “Lagadec patent” 
while Philips’ analog solution was set forth 
in its “Raaymakers patents.” The engineers 
of both companies reviewed the proposed 
solutions and agreed to use the Raaymakers 
solution which was simple and worked well 
in comparison with the Lagadec solution 

which was prone to error and would have 
been very difficult to implement. Thus, the 
Raaymakers approach was incorporated in 
the “Recordable CD Standards” (informally 
known as the “Orange Book”) that codified 
the industry standards for recordable CD-R 
and CD-RW technology.

Philips and Sony, along with several other 
patent holders, created a patent pool to li-
cense patents that were essential to manu-
facture CD-R/RW discs in accordance with 
the Orange Book standards, including the 
Lagadec patent. The package licenses con-
tained field-of-use limitations limiting the 
use of all the patents to Orange Book-com-
pliant disc production.

Princo initially obtained a license from 
Philips, but then stopped paying licensing 
fees even though it continued to import pat-
ented CD-Rs and CD-RWs into the United 
States, thus prompting Philips to file suit at 
the International Trade Commission to block 
such imports. Although the administrative 
law judge determined that Princo had in-
fringed claims of the six patents Philips as-
serted, relief was denied because patent mis-
use rendered the patents unenforceable. The 
next six years of proceedings at the ITC and 
Federal Circuit leading up the Federal Cir-
cuit’s en banc review centered on Princo’s pat-
ent misuse defenses, including assertions 
that Philips foreclosed competition from an 
alternative standard built around the Laga-
dec patent by including the Lagadec patent 
in the patent pool and thus securing Sony’s 
adherence to the Orange Book standard.

the ‘en banC’ deCIsIon
The Federal Circuit addressed the follow-

ing question: When a patentee offers to li-
cense a patent, does the patentee misuse that 
patent by inducing a third party not to license 
its separate, competitive technology? The 
court found that there was no patent misuse 
in the circumstances before it.

After reviewing the history of patent mis-
use law, the court explained that the defense 
of patent misuse is not available to a pre-
sumptive infringer simply because a patentee 
engages in some kind of wrongful commer-
cial conduct, even conduct that may have 
anticompetitive effects. Rather, the misuse 
must be of the patent in suit and must lever-
age the patent power to restrict the use of the 
patent in a way that is outside of the broad 
scope of the patent right. Because the patents 
in suit were the Philips’ Raaymakers patents 
and not the allegedly suppressed Sony Laga-
dec patent, the court found that the alleged 
misuse was not of the patents in suit and 

hence not patent misuse. The court further 
supported its recognition of the narrow scope 
of the doctrine by arguing that Congress en-
acted §271(d) of the Patent Act not to broad-
en the doctrine of misuse, but to cabin it. Sec-
tion 271(d) exempted five categories of con-
duct (none of which were applicable in the 
case at hand) from the patent misuse doc-
trine.

The court applied the rule of reason (and 
declined to adopt a per se or “quick look” rule) 
under the antitrust laws, highlighting the pro-
competitive effects of research joint ventures 
and standard setting. The court went on to 
find that Princo had failed to carry its burden 
of showing actual or probable anticompeti-
tive effects of the alleged horizontal agree-
ment because Princo could not provide evi-
dence of the commercial viability of the Laga-
dec technology.

The dissent sharply criticized the majori-
ty’s interpretation of the scope of the doc-
trine. Arguing for a vigorous misuse defense 
that would include antitrust violations, the 
dissent cited Illinois Tool Works for the prop-
osition that “it would be absurd ... to provide 
that the use of a patent that merited punish-
ment as a felony [under antitrust laws] would 
not constitute misuse.” Illinois Tool Works v. 
Indep. Ink, 547 U.S. 28 (2006). The dissent ar-
gued that the holding would protect anticom-
petitive agreements that suppress alternative 
technologies for the purpose of insulating a 
technology from competition.

ImPlICatIons of ‘PRInCo’
The availability of patent misuse as a de-

fense in patent litigation may be substantially 
constrained as a result of this decision. Going 
forward, defendants should be mindful of tai-
loring how they plead this defense in light of 
the requirements of Princo. Motions to strike 
the defense may now also become more com-
mon as infringement plaintiffs seek to avoid 
the diversion and discovery involved in litigat-
ing a misuse defense. The required finding 
that the “patent leveraging” be such that it has 
an actual adverse effect on competition in the 
marketplace and of “commercial viability” 
may be difficult to prove in cases of nascent or 
developing technologies where the required 
evidence may not yet be present. From a pat-
ent licensing perspective, although the deci-
sion potentially introduces more flexibility in 
how agreements may be structured while 
avoiding patent misuse claims, patent owners 
should still be mindful of potential antitrust 
claims and be cautious in entering into hori-
zontal agreements without careful review of 
the facts and circumstances.

Patent misuse defense on the rocks
Federal Circuit’s ‘Princo’ decision leaves defendants  

with one less tool in fighting infringement allegations
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although the 
administrative law judge 
determined that Princo 
had infringed claims of 
the six patents Philips 
asserted, relief was 

denied because patent 
misuse rendered the 

patents unenforceable.

Parties may also disagree about the prom-
inence of any non-patent causes of action 
pending in the infringement case, arguing 
whether those counts will be affected by 
the re-examination, whether the entire ac-
tion or only the patent infringement 
claim(s) should be stayed, and whether 
any resources of the court and the parties 
will truly be conserved and any issues tru-
ly simplified given the presence of the oth-
er counts.

The most common grounds for deci-
sions denying a stay prior to a grant of re-
examination appear to be that such a stay 
causes prejudicial delay and is not neces-
sarily likely to simplify any issues for trial 

(relating to factors two and three of the 
Northern District’s test). These decisions 
carry a sentiment that a stay prior to a 
grant of re-examination is simply prema-
ture and that parties should not be able to 
immediately and unilaterally derail patent 
litigation simply by filing a request for re-
examination with the PTO. The decisions 
are also affected by how far the litigation 
has progressed before the request for re-
examination and the motion to stay are 
filed, as well as the court’s assessment of 
how likely it is that any claims of the 
patent(s)-in-suit will be canceled or 
amended in the PTO and the likely length 
of delay of litigation that will ensue.  

Of course, there is no rule requiring 
stays to be denied if a re-examination has 
not yet been granted. Stays have indeed 
been granted in the Northern District even 

where a request for re-examination has 
not yet been decided by the PTO. These 
decisions appear to be based on the 
court’s evaluation of the likelihood of an 
imminent grant of re-examination and of 
the likelihood that claims of the patent(s)-
in-suit may be changed in the re-exami-
nation, with an eye to how far the infringe-

ment action has progressed already and 
the statistics described above. Such deci-
sions granting stays may also attempt to 
strike a balance by allowing only certain 
specific disclosures to proceed and re-
quiring the parties to report back within 
a few months on the status of the re-ex-
amination decision.

Altogether, there is not a bright-line rule 
for determining whether stays of patent 
litigation actions requested prior to the 
actual grant of a related re-examination 
request will be indulged. The factors for 
analyzing whether to grant such a stay are 
relatively prescribed, but the authority 
evaluating and applying the factors cuts 
both ways. The issue therefore figures to 
be one that makes for continued debate 
and interesting motion practice by zeal-
ous advocates on both sides.

an interesting 
procedural issue arises 
when a motion to stay is 
filed before the Pto has 

actually granted the 
defendant’s request for 

re-examination.
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