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What Is Reality?

In Neal Stephenson’s 1992 science fic-
tion novel, Snow Crash,’ humans battle
each other as avatars in the “Metaverse,”
the collective product of online shared
three-dimensional space.” While Stephen-
son’s “Metaverse,” created by all virtual
worlds as an augmented and enhanced
physical reality and a physically persistent
virtual space, does not exist today, millions
of humans each year spend hours of their
daily lives immersed in a three-dimensional
virtual world, fighting world wars, battling
mythical creatures, living fantastic lives or
running virtual businesses. Simply put,
Stephenson’s science fiction view of future
commerce in the Metaverse has become
reality.

As Stephenson envisioned, intellectual
property is an important part of the virtual
landscape. The current role of intellectual
property in virtual reality demonstrates the
promise and problematic nature of this new
and different business world. This article
will highlight some of the concerns and
complexities that have been raised by
recent cases of note regarding protecting
one’s intellectual property in virtual
worlds.’

Recent cases, involving such diverse
subjects as virtual art galleries,* sex toys,’
stun guns,’ strip clubs,” horses and bunnies,*
and furniture,’ highlight the legal issues and
differences between virtual reality and real-
life infringement cases. A review of these
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cases gives one
insights with respect
to protecting intellec-
tual property assets in
the world of avatars.
The real world rec-
ognizes trademark
rights even in virtual
reality. Virtual worlds
such as Second Life
and the Sims may be Max
insulated from copyright infringement
claims under the Digital Millennium Copy-
right Act (“DMCA”), which provides
immunity to service providers against
copyright infringement claims with respect
to content originating with a third party of
the service."” The DMCA does not provide a
safe harbor with respect to trademark
infringement claims." Nevertheless, virtual
worlds often have terms and conditions that
govern the use of intellectual property,
including trademarks and copyrights."

Virtual Trademark And Trade Dress
Cases

In Minsky v. Linden Research,” for
example, plaintiff Richard Minsky opened
an art gallery in Second Life and named it
SLART. He obtained a trademark registra-
tion in real life from the USPTO for the
SLART mark on March 18, 2008 and then
learned that an avatar in Second Life was
using the mark SLART GARDEN for a vir-
tual art gallery. Minsky brought a claim
against the avatar Victor Vezina for trade-
mark infringement and dilution, using the
name John Doe. However, Minsky did not
know whether Vezina was “an individual, a
corporation, a partnership, or if Vezina
really exists outside of the Linden com-
puter.”"* Consequently, Minsky had no way
to serve Vezina and could only send a
cease-and-desist letter by instant message
in virtual reality to which Vezina failed to
respond.” The merits of Minsky’s claims in
virtual reality were never reached by the
court as Linden Labs, the host of Second
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Life, and Minsky ultimately settled.

A similar issue was raised in Eros, LLC
v. Leatherwood,'® where the plaintiff, Eros, a
purveyor of virtual sex toys, asked the court
to enforce its trademark, SexGen, in Second
Life against the avatar Volkov Catteneo,
who had employed the SexGen mark and
had made and sold unauthorized virtual
copies of Eros’s virtual sex toys within Sec-
ond Life. To address the problem of avatar
anonymity, Eros subpoenaed AT&T and
Charter Communications to discover the
real-life identity of Volkov Catteneo. The
action was ultimately resolved when the
defendant defaulted.

In Eros LLC v. Simon," Eros brought suit
with other virtual merchants against an indi-
vidual who had made thousands of copies of
the plaintiffs’ sex toys and had sold them at
severely discounted prices. Eros and DE
Designs asserted rights under their federal
trademarks, SEXGEN and DE DESIGNS,
respectively. A consent judgment was
entered into after defendant agreed to: (1)
pay $525 in damages for profits derived
from the unauthorized copying and distribu-
tion of the infringing goods; (2) affirm that
all infringing copies were destroyed; (3)
permanently stop any copying, displaying,
selling, or distribution of plaintiffs’ virtual
merchandise; (4) disclose the names of all
alternate accounts or future accounts to
plaintiff; and (5) allow plaintiffs access to
his PayPal, Inc. accounts."

In Taser International, Inc. v. Linden
Research, Inc.,” the plaintiff, Taser Interna-
tional, Inc., a real-life manufacturer and
seller of high-voltage stun guns, brought
suit against a number of entities and persons
for the virtual infringement of its registered
TASER trademarks. According to plaintiff’s
complaint, a number of defendants sold and
advertised virtual TASER weapons on the
Internet for use in Second Life. This case
could have had important implications with
respect to the use of a trademark or trade
dress in a virtual game. However, the plain-
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tiff withdrew its complaint before the court
could render a decision.

In a case involving the protection of the
trademark and trade dress of a real-world
strip club and whether a virtual depiction in
the video game “Grand Theft Auto: San
Andreas” infringed the real Los Angeles
strip club’s logo and exterior design trade-
mark rights,” the Ninth Circuit held that
such use did not infringe the actual club
owner’s trademark and trade dress because
the video game was “artistic”” and protected
by the First Amendment. The court noted
that the Lanham Act applies to artistic
works only where the public interest in
avoiding consumer confusion outweighs
the public interest in free expression.” First
Amendment protection was afforded
because “a reasonable consumer would not
think a company that owns one strip club in
East Los Angeles ... also produces a tech-
nologically sophisticated video game ...”*
It remains to be seen whether such a
defense would have been upheld if the mark
had been famous or well known, or if the
trademark owner had participated in cross-
promotional branding with the video game
maker.”

Virtual Copyright Cases

A battle pitting the sellers of “virtual
breedable bunnies” with “virtual breedable
horses” in Amaretto Ranch Breedables v.
Ozimals, Inc., raises several critical issues.”
Plaintiff Amaretto Ranch brought the action
after defendant Ozimals had submitted a
DMCA Notification to the owners of Sec-
ond Life during the busy holiday shopping
season claiming copyrights to the real-
world “scripts, screen displays, expression
and game play generated by those scripts
for a breedable virtual animal in the form of
a bunny” and asserting that the Amaretto
virtual horse product line infringed Ozi-
mals’ copyrights. At the time the complaint
was filed, no actual takedown had occurred
and, notwithstanding this fact, the district
court granted a temporary restraining order
and preliminary injunction. Defendant then
brought a motion to dismiss the claims of
misrepresentation under the DMCA, tor-
tious interference, unfair competition under
California law and copyright misuse. The
district court dismissed the DMCA misrep-
resentation claim because there had been no
takedown, which is required by statute, and
dismissed the tortious interference claim
without prejudice to amend the claim to
allege additional facts. Plaintiff then
asserted claims for declaratory judgment of
invalidity or non-infringement, unfair com-
petition under California law, defamation,
trade libel, intentional interference with
contract and tortious interference with

prospective advantage. Again, defendant
moved to dismiss and the district court
granted the motion to dismiss plaintiff’s
unfair competition claim, tortious interfer-
ence claim, and the other state law claims to
the extent that they were based upon the
DMCA takedown notice. In finding pre-
emption, the district court noted: “[T]he
preemption analysis turns on whether fed-
eral law conflicts with state law and/or
occupies a particular field. Such is the case
here because DMCA Takedown Notifica-
tions are a creature of federal law, and there
is a specific federal remedy for their mis-
use.”” This case is significant in that: (1) in
order to be valid, DMCA misrepresentation
claims require a takedown; and (2) state law
claims based upon a takedown notice are
preempted by the DMCA.

In Heptagon Creations, Ltd. v. Core
Group Marketing LLC, et al., the district
court held that the defendants’ use of a vir-
tual line of Heptagon’s ANDRE JOYAU
furniture did not infringe copyrights or
trade dresses of Heptagon’s real-world fur-
niture.” No issue was raised with respect to
the DMCA because defendants were a New
York real estate broker, an architecture firm
and its principal who were responsible for
using the virtual furniture in a sales presen-
tation featured on the Home and Garden
Television and HGTV’s website. With
regard to copyright, the district court noted
that the Copyright Office had rejected the
registration application and held that the
complaint is insufficient to state the pro-
tectability element of plaintiff’s copyright
claim on the basis of physical separability
and because it found that the aesthetic and
functional aspects of the furniture were
inextricably linked. With regard to trade
dress, the district court held that plaintiff
failed to allege that each of the trade dresses
at issue was non-functional and had sec-
ondary meaning, and that there was a likeli-
hood of confusion. The result with respect
to copyright and trade dress is a cautionary
example of how complaints with respect to
virtual objects nevertheless are held to real-
world pleading standards.”

The emergence of virtual reality requires
that intellectual property owners understand
not only the real-world implications of
trademark and copyright infringements in
the Metaverse, but also the basics of the vir-
tual world — the DMCA requirements for
copyrights (not trademarks) and how the
change of the form from real-world intel-
lectual property to virtual reality may
impact their legal rights. Knowing what is
reality and how to protect the real-world
rights that underlie the business of the vir-
tual world will continue to be a challenge
for brand owners and their counsel.

' Neal Stephenson, Snow Crash (1992).

2 Stephenson, supra note 1, at 470. (“The words
‘avatar’ (in the sense it is used here) and ‘Metaverse’
are my invention, which | came up with when | decided
that existing words (such as ‘Virtual reality’) were sim-
ply too awkward to use.... [A]fter publication of Snow
Crash | learned that the term ‘avatar’ has actually
been in use for a number of years as part of a virtual
reality system called Habitat....”).

® This article builds upon the more lengthy exposition
of this topic in my prior article, “Trademarks in the
Veldt: Do Virtual Lawyers Dream of Electric Trade-
marks?” 101 Trademark Reporter, No. 1, pp. 282-301
(Jan.-Feb. 2011). For more background and discus-
sion of trademarks in virtual worlds, readers are
directed to this article.

* See Minsky v. Linden Research, Inc., No. 1:08 cv
819 (N.D.N.Y. 2009).

® See Eros, LLC v. Leatherwood, No. 8:07 cv 01158
(M.D. Fla. 2008); Eros LLC v. Simon, Case No. 1:07
cv 04447 (E.D.N.Y. 2008).

¢ See Taser International, Inc. v. Linden Research,
Inc., No. 2:09 cv 00811 (D. Ariz. 2009).

7 See E.S.S. Entertainment 2000, Inc. v. Rock Star
Videos, Inc., 547 F.3d 1095 (9th Cir. 2008).

8 Amaretto Ranch Breedables v. Ozimals, Inc., No. C
10-05696, 2010 WL 5387774, at *1 (N.D. Cal. Dec.
21, 2010) (“The gist of the copyright dispute between
the parties is whether Plaintiff’s virtual horses infringe
on the copyrights associated with Defendant’s virtual
bunnies”).

° See Heptagon Creations, Ltd. v. Core Group Market-
ing LLC et al., 11 Civ. 01794 (LTS)(AJP)(S.D.N.Y.
December 22, 2011).

17 U.S.C. § 512.

" See Louis Vuitton Malletier, S.A. v. Akanoc Solu-
tions, Inc., 591 F. Supp. 2d 1098 (N.D. Cal. 2008),
aff'd in part, 658 F.3d 936 (9th Cir. 2011); Gucci Amer-
ica, Inc. v. Hall & Assocs., 135 F. Supp. 2d 409
(S.D.N.Y. 2001).

2 In order to claim protection under the safe harbor of
the DMCA, a virtual world would first have to establish
that it is, in fact, a “service provider” entitled to immu-
nity. The DMCA defines a “service provider’ as “a
provider of online services or network access, or the
operator of facilities therefore.”

* See Note 4, supra.

* Minsky Complaint at p.16.

* Minsky also brought claims against Linden
Research, the company which runs the Second Life
platform and officers of Linden for trademark infringe-
ment, dilution, and contributory trademark infringe-
ment.

' See Note 5, supra.

7 See Note 5, supra.

® Eros, LLC v. Simon, Judgment by Consent as to
Def. Thomas Simon, p. 1-3.

'* See Note 6, supra.

2 F S.S. Entertainment 2000, Inc. v. Rock Star Videos,
Inc., 547 F.3d 1095 (9th Cir. 2008).

2" Id. at 1099.

2 [d. at 1101.

# While litigation of trademark and trade dress cases
is still in its infancy, the difficult legal issues raised by
trademark dilution are too complex to be addressed in
this article.

# See Note 8, supra.

» |d.

* Heptagon Creations, Ltd. v. Core Group Marketing
LLC et al., 11 Civ. 01794 (LTS)(AJP)(S.D.N.Y. Decem-
ber 22, 2011).

2 One wonders, if the complaint had been based upon
the copyrights in and to the photographs which were
provided by plaintiff to defendants instead of the copy-
right in and to the actual furniture, whether the copy-
right action would have survived the motion to
dismiss.




<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /None
  /Binding /Left
  /CalGrayProfile (Gray Gamma 2.2)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Error
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.1000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize false
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts false
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile (None)
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
    /Arial-Black
    /Arial-BlackItalic
    /Arial-BoldItalicMT
    /Arial-BoldMT
    /Arial-ItalicMT
    /ArialMT
    /ArialNarrow
    /ArialNarrow-Bold
    /ArialNarrow-BoldItalic
    /ArialNarrow-Italic
    /CenturyGothic
    /CenturyGothic-Bold
    /CenturyGothic-BoldItalic
    /CenturyGothic-Italic
    /CourierNewPS-BoldItalicMT
    /CourierNewPS-BoldMT
    /CourierNewPS-ItalicMT
    /CourierNewPSMT
    /Georgia
    /Georgia-Bold
    /Georgia-BoldItalic
    /Georgia-Italic
    /Impact
    /LucidaConsole
    /Tahoma
    /Tahoma-Bold
    /TimesNewRomanMT-ExtraBold
    /TimesNewRomanPS-BoldItalicMT
    /TimesNewRomanPS-BoldMT
    /TimesNewRomanPS-ItalicMT
    /TimesNewRomanPSMT
    /Trebuchet-BoldItalic
    /TrebuchetMS
    /TrebuchetMS-Bold
    /TrebuchetMS-Italic
    /Verdana
    /Verdana-Bold
    /Verdana-BoldItalic
    /Verdana-Italic
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 80
  /ColorImageMinResolutionPolicy /Warning
  /DownsampleColorImages false
  /ColorImageDownsampleType /Average
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 80
  /GrayImageMinResolutionPolicy /Warning
  /DownsampleGrayImages false
  /GrayImageDownsampleType /Average
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 80
  /MonoImageMinResolutionPolicy /Warning
  /DownsampleMonoImages false
  /MonoImageDownsampleType /Average
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile (None)
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /CreateJDFFile false
  /Description <<


    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000410064006f006200650020005000440046002065876863900275284e8e55464e1a65876863768467e5770b548c62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200036002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef69069752865bc666e901a554652d965874ef6768467e5770b548c52175370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200036002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /CZE <>
    /DAN <>
    /DEU <>
    /ESP <>
    /ETI <>
    /FRA <>



    /HUN <>
    /ITA (Utilizzare queste impostazioni per creare documenti Adobe PDF adatti per visualizzare e stampare documenti aziendali in modo affidabile. I documenti PDF creati possono essere aperti con Acrobat e Adobe Reader 6.0 e versioni successive.)
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020be44c988b2c8c2a40020bb38c11cb97c0020c548c815c801c73cb85c0020bcf4ace00020c778c1c4d558b2940020b3700020ac00c7a50020c801d569d55c002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200036002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /LTH <>
    /LVI <>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken waarmee zakelijke documenten betrouwbaar kunnen worden weergegeven en afgedrukt. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 6.0 en hoger.)
    /NOR <>
    /POL <>
    /PTB <>


    /SKY <>

    /SUO <>
    /SVE <>
    /TUR <>

    /ENU (Use these settings to create Adobe PDF documents suitable for reliable viewing and printing of business documents.  Created PDF documents can be opened with Acrobat and Adobe Reader 6.0 and later.)
  >>
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


